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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/31/07 has been entered. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 7, 11, and 14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Best et al. (3,561,107). 

Regarding claim 7 , Best discloses manufacturing electronic parts by providing a 
holding jig (10) made of an elastic material (i.e. plastic; col. 2, lines 18-19), wherein at 
least one surface of the elastic material is adhesive (i.e. plastic is inherently adhesive 
depending on temperature or the chemical composition of the material being attached to 
the plastic), mounting a substrate (12, 14, 16) on the holding jig (10) by an adhesive 
strength of the surface of the elastic material, mounting an element (30) onto the 
substrate (12, 14, 16) and electrically connecting (col. 2, lines 27-35) the element (30) to 
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the substrate (12, 14, 16) while the substrate is held on the surface of the elastic 
material, and inherently applying ultrasonic waves (via vibratory member 40; col. 2, lines 
47-58) to a bonding portion at which the electric connection (col. 2, lines 27-35) is 
performed while the substrate (12, 14, 16) is held on the surface of the elastic material 
(10). 

Regarding claim11 , the step of holding the substrate (12, 14, 16) includes using 
the holding jig which includes a laminate structure of a hard plate (i.e. anvil 38; col. 2, 
line 48) and the elastic material (10). 

Regarding claim 14 , the mounting process includes a bump bonding process 
(i.e. solid conductive members 32, 34, 36 serve as bumps which facilitate the bonding of 
the chip/element 30 to the substrate 12, 14, 16). 

See column 2, lines 18-58, and figures 1-3 for further clarification. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 7, 11, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Best et al. (3,561,107) in view of Weissenstern et al (3,255,51 1). 

Regarding claim 7 , Best discloses manufacturing electronic parts by providing a 
holding jig (10) made of an elastic material (i.e. plastic; col. 2, lines 18-19), wherein at 
least one surface of the elastic material is adhesive (i.e. plastic is inherently adhesive 
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depending on temperature or the chemical composition of the material being attached to 
the plastic), mounting a substrate (12, 14, 16) on the holding jig (10) by an adhesive 
strength of the surface of the elastic material, mounting an element (30) onto the 
substrate (12, 14, 16) and electrically connecting (col. 2, lines 27-35) the element (30) to 
the substrate (12, 14, 16) while the substrate is held on the surface of the elastic 
material, and applying vibratory energy [via vibratory member 40; col. 2, lines 47-58] to 
a bonding portion at which the electric connection (col. 2, lines 27-35) is performed 
while the substrate (12, 14, 16) is held on the surface of the elastic material (10). 

Regarding claim11 , the step of holding the substrate (12, 14, 16) includes using 
the holding jig which includes a laminate structure of a hard plate (i.e. anvil 38; col. 2, 
line 48) and the elastic material (10). 

Regarding claim 14 , the mounting process includes a bump bonding process 
(i.e. solid conductive members 32, 34, 36 serve as bumps which facilitate the bonding of 
the chip/element 30 to the substrate 12, 14, 16). 

See column 2, lines 18-58, and figures 1-3 for further clarification. 

Best, however, does not explicitly disclose applying ultrasonic waves to the 

bonding portion. 

Weissenstern discloses applying an ultrasonic transducer (21) to mount an 
element (16) to a substrate (11), wherein it is inherent that the ultrasonic transducer 
applies ultrasonic waves because the transducer converts electrical energy to very high 
frequency vibratory mechanical energy in the frequency range between 40 and 100 kc. 
per second such that a true metallurgical bond is formed between the thin metal films of 
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the element and substrate. See column 2, line 10 -column 3, line 46, and figure 4 for further 
clarification. 

Therefore, it would have been obvious to one having ordinary in the art at the 
time the invention was made to substitute the vibratory member of Best with an 
ultrasonic transducer that applies ultrasonic waves to a bonding portion, in light of the 
teachings of Weissenstern, in order to create a true metallurgical between the contact 
portions of the element and substrate. 

6. Claims 9, 10, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Best/Weissenstern as applied to claim 7 above, and further in view of Oehmke 
(4,098,945). 

Best/Weissenstern discloses all of the claimed subject matter except for the 
hardness of the elastic material having a rubber hardness degree of at least A30, the 
holding jig comprising heat-resistant material having a heat-resistance temperature of 
about 250°C, and the elastic material comprising silicone resin. 

Oehmke discloses a conductive adhesive elastic material comprising an elastic 
binder for "peelable adhesive fastening of metallic materials without interruption of the 
electrical conductive pathways between them" (col. 7, lines 62-64). It is disclosed that 
the conductive material may preferably comprise silicone rubber (col. 6, lines 38-43). 
Furthermore, it is noted that the "binder should be capable of providing a soft 
composition having a Shore A hardness of less than about 40" (col. 6, lines 34-36). It is 
also pointed out that a Shore A harness of greater than 40 is too hard for most 
applications (col. 1 , line 66 - col. 2, line 1). 
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Regarding claim 9 , it would have been obvious to one having ordinary skill in the 
art at the time of invention, to have provided the elastic of Best/Weissenstern with a 
rubber having a hardness of at least A30, in light of the teachings of Oehmke, in order 
to provide an adhesive having a requisite conformability, moldability, and flexibility (col. 
2, lines 21 + of Oehmke). 

Regarding claim 10 , Applicant and Oehmke each disclose a Silicone rubber 
composition. Applicant notes that these composition are stable at 250 °C. "Products of 
identical chemical composition can not have mutually exclusive properties. A chemical 
composition and its properties are inseparable. Therefore, if the prior art teaches the 
identical chemical structure, the properties applicant discloses and/or claims are 
necessarily present." In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 
1990). 

Regarding claim 12 , in Oehmke the elastic material is an adhesive silicone 
rubber layer (col. 6, lines 38-43). 

7. Claims 9, 10, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Best et al. in view Oehmke (4,098,945). 

Best discloses all of the claimed subject matter except for the hardness of the 
elastic material having a rubber hardness degree of at least A30, the holding jig 
comprising heat-resistant material having a heat-resistance temperature of about 
250°C, and the elastic material comprising silicone resin. 

Oehmke discloses a conductive adhesive elastic material comprising an elastic 
binder for "peelable adhesive fastening of metallic materials without interruption of the 
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electrical conductive pathways between them" (col. 7, lines 62-64). It is disclosed that 
the conductive material may preferably comprise silicone rubber (col. 6, lines 38-43). 
Furthermore, it is noted that the "binder should be capable of providing a soft 
composition having a Shore A hardness of less than about 40" (col. 6, lines 34-36). It is 
also pointed out that a Shore A harness of greater than 40 is too hard for most 
applications (col. 1 , line 66 - col. 2, line 1). 

Regarding claim 9 , it would have been obvious to one having ordinary skill in the 
art at the time of invention, to have provided the elastic of Best with a rubber having a 
hardness of at least A30, in light of the teachings of Oehmke, in order to provide an 
adhesive having a requisite conformability, moldability, and flexibility (col. 2, lines 21 + 
of Oehmke). 

Regarding claim 10 , Applicant and, Oehmke each disclose a Silicone rubber 
composition. Applicant notes that these composition are stable at 250 °C. "Products of 
identical chemical composition can not have mutually exclusive properties. A chemical 
composition and its properties are inseparable. Therefore, if the prior art teaches the 
identical chemical structure, the properties applicant discloses and/or claims are 
necessarily present." In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 
1990). 

Regarding claim 12 , in Oehmke the elastic material is an adhesive silicone 
rubber layer (col. 6, lines 38-43). 

8. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Best et 
al. or Best/Weissenstern. 
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Both Best and Best/Weissenstern each disclose a mounting process. 

Both Best and Best/Weissenstern, however, do not disclose the mounting 
process including a wire bonding process. 

At the time the invention was made, it would have been an obvious matter 
of design choice to a person of ordinary skill in the art to mount the element of 
either Best or Best/Weissenstern to the substrate using a wire bonding process 
because Applicant has not disclosed that the mounting process including a wire 
bonding process provides an advantage, is used for a particular purpose, or 
solves a stated problem. One of ordinary skill in the art, furthermore, would have 
expected Applicant's invention to perform equally well with bump mounting 
process of either Best or Best/Weissenstern because the element is securably 
and electrically connected to the substrate. 

Therefore, it would have been an obvious matter of design choice to 
modify Best to obtain the invention as specified in claim 13. 

9. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over either 
Best or Best/Weissenstern. 

Both Best and Best/Weissenstern disclose all of the claimed subject matter 
except for the adhesive strength of the surface of the elastic material being 1 to 10 
g/mm 2 . 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide the adhesive strength of the surface of the elastic 
material from between 1 to 10 g/mm 2 , since it has been held that where the general 
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conditions of a claim are disclosed in the prior art, discovering the optimum or workable 
ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 

Response to Arguments 
10. Applicant's arguments filed 10/31/07 have been fully considered but they are not 
persuasive. 

Applicants argue that Best does not disclose mounting a substrate on a holding 
jig by an adhesive strength of an elastic material as in independent claim 7. 

In response, the Examiner maintains that since the jig is made of an elastic 
material (i.e. plastic) and Best discloses that the substrate (12, 14, 16) is formed by any 
of several methods well known by one of ordinary skill in the art, therefore one of 
ordinary skill in at the art can surmise in any instance of forming the substrate onto the 
jig that there will inherently be some adhesive strength to retain the substrate on the jig. 
The adhesive strength of the elastic material is well known in that one of the well known 
methods of attaching the elastic material to the substrate involves either the use of an 
adhesive, lamination, or coating, all of which exhibit some sort of adhesive strength for 
retaining the elastic material in contact with the substrate. 

Applicants also argue that one of ordinary skill in the art would not have been 
motivated to combine the soft conformable conductive composition of Oehmke with 
Best because the substrate of Best 10 is dielectric. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
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where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, although the 
composition of Oehmke is conductive, Oehmke does disclose all of the aforementioned 
limitations of claims 9, 10, and 12 which Applicants do not dispute. Best is deficient in 
that it does not teach the composition as mentioned in claims 9, 10, and 12. Therefore, 
the combination of Best in view of Oehmke renders the claimed invention obvious. 

In response to applicants' arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jermie Cozart whose telephone number is 571-272- 
4528. The examiner can normally be reached on Monday-Thursday, 7:30 am - 6:00 
pm. 

12. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bryant can be reached on 571-272-4526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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13. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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